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Serial Number 10/693122 
Examiner Macpherson, AU 3732 
Amendment dated May 29, 2006 



Comment and Argument 

The Examiner has rejected claims 1-22. Claims 7, 11. and 19 have been 
amended to correct form issues. Claims 10-13 and 16-19 have been amended 
to more fully distinguish the claimed invention from the prior art. Claims 1-22 
remain in the case. 



Rejection of the Abstract 

The Examiner rejected the Abstract as exceeding 150 words. The Abstract has 
been amended to comply with the requirement that it be less than 150 words. 



Section 112 Claims Rejections 

The Examiner cited rejections to claims 7, 11, and 19. Said claims have been 
amended to correct the issues cited by the Examiner. The undersigned 
appreciates the Examiners careful review of the claims and observations 
regarding same. 



35 USC 103 Claims Rejections 

The Examiner has rejected claims 1-15 and 20-22 under 103(a) citing Kuo *864 
in view of Jankelson '276. 

It is respectfully averred that the Examiner has misconstrued in some degree the 
Kuo disclosure in reciting attributes of same. Below please find a detailed 
recitation and comment on the Examiner's findings. 

In section 8 (p. 3-4) of the Office Action: 

1) Examiner: "Kuo '864 discloses applying an aligner, having first and second 
walls as well as an open area in-between, and a liquid to the tooth of a patient in 
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a manner as to envelope the tooth, and such that the liquid is juxtaposed 
between and contacts the tooth and the aligner (col. 2, lines 42-63; col. 5, lines 
47-52; col. 6, lines 15-22; see figures 1 and 2)." 

COMMENT: Kuo does not teach a liquid substance situated within an 
aligner or the like which envelopes the tooth of a patient when mounted thereto. 

Kuo '864 teaches the utilization of "photoelastic" material to visualize 
stress in an appliance through "biferingence", which is defined in the "splitting in 
two of ray of light: the splitting of one ray of light into two in an anisotropic 
medium" 1 . The photoelastic material taught and claimed in Kuo '864 is in the 
form of a dental appliance, which may be formed of photoelastic material to 
indicate mechanical stress in said appliance. 

Contrary to the Examiner's suggestion, there is no "liquid" applied, directly 
or indirectly, to the tooth of a patient, as Kuo is clearly a "dry" system wherein no. 
liquids or gels are specifically indicated as applied or exploited during use. 

The only reference to "liquid" ion Kuo '864 is found in Column 5, lines 47- 
52, which indicates that, during fabrication, the photoelastic material may be 
painted upon the appliance, as opposed to being molded into the appliance: 

"Referring to FIG. 1, an elastic repositioning appliance 10 may be 
comprised of a layer of photoelastic material 12, depicted by shading. 
Photoelastic material is available in flat sheets, in a viscous form that 
can be molded or cast in the component geometry or in a liquid form 
for varnishing or coating the surface as by painting." 

Many coatings are typically in liquid form prior to application, but soon 
cure and are no longer liquid. The above passage relates to the fabrication of 
the appliance, and not its use. There is no indication, teaching, or suggestion 
whatsoever in the Kuo '864 that, in use, the above referenced coating contacts 
the tooth in liquid form; to the contrary, an ordinary reading suggests that the 
coating would no longer be liquid after application. Certainly, there is no 



i Encarta Worl d Rn plish Dictionary (North American Ed) © 2006 Microsoft Corp. 
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reference to a liquid contacting the tooth during use, nor is there an indication of 
desirability (or requirement) of the layer being a liquid in performing its prescribed 

function. 

Likewise, the above phrase "in a viscous form that can be molded or cast 
in the component geometry" does not suggest, teach, or otherwise contemplate 
that the material is in viscous form when it is applied to the tooth of the patient, 
but rather is in viscous form prior to being "cast or molded into the component 
geometry", after which, it is presumably no longer viscous. 

2) Examiner: "Kuo '864 discloses that the aligner is formed of light permeable 
material." 

COMMENT: Nowhere in Kuo is the word "permeable" mentioned. 
Permeability is not believed to be required in Kuo for the aligner to function in the 
manner taught, as Kuo relies upon birefringence 2 or splitting of light as it contacts 
the photoelastic material, to provide stress indicia. 

The Compact Oxford English Dictionary (Oxford University Press 2006) 
defines "permeable" as "allowing liquids or gases to pass though; capable of 
being permeated". 

The fact that light is split as it contacts the aligner, when made birefringent 
(via stress), suggests that the aligner is in fact not truly " light permeable 
material" in the manner taught and contemplated in the present application. 

3) Examiner: "Kuo '864 discloses observing the liquid through the aligner to 
determine the location of contact areas of the tooth to the aligner (col. 1, lines 62- 
col. 2, line 26; col. 3-C0.4; see Figures 1-3)." 

COMMENT: This is certainly not the case. The Examiner's citations do not 
support the statement at all. As indicated above, the only reference to "liquid" 
was in the form of a liquid coating which was applied to the appliance during 
fabrication to provide a layer of photoelastic material. An ordinary reading of the 
text would lead one to conclude that the layer (referenced as applied via 
"varnishing" or "painting" or "coating") when in liquid form would not remain in 



2 Defined by Kuo (Col 5, lines 13-16) as follows: "Birefringence may be described as the 
resolution or splitting of a light wave into two waves with mutually perpendicular vibration 
directions by an optically anisotropic medium." 
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liquid form, and would soon dry and np longer be liquid, just as the material 
which is cast in "viscous form" would harden and no longer be viscous, In forming 
the appliance. ! 

Further, the purported utilization ; of liquid media observed through the 
aligner to determine contact areas is contradictory to the teachings of Kuo '864. 
Rather, Kuo '864 very specifically and repeatedly exploits MECHANICAL 
STRESS IN THE MATERIAL OF THE APPLIANCE when applied to the user to 
provide "interference patterns" denoting 1 stress, which are visible to the viewer 
under predetermined viewing conditions (i.e. with polarized light). The fact that it 
is "mechanical stress" associated with the appliance itself is repeated 20 times 
throughout Kuo '864. 

In accomplishing this, Kuo teachejs that the photoelastic material may be 
molded into the material forming the appliance, or varnished, painted, or coated 
thereupon. The fact that the coating may be applied to the inner or outer surface 
of the appliance (see col 6, lines 22-26) is indicative that it would not matter 
which surface the coating is applied, and that it certainly need not contact the 
teeth (wet or dry) to work. 

Thus, Kuo does net disclose "observing the liquid through the aligner to 
determine the location of contact areas of the tooth to the aligner" as asserted by 
the Examiner, and thus, Kuo does not contemplate, disclose, or suggest the 
feature of "determining the location cjf contact areas of said tooth to said 
mouthpiece by noting variations in color,as denoted by said colored gel solution" 
as taught and claimed in the present application. 

4) Examiner: " Kuo '864 also discloses the method of correcting mis-alignment in 
the teeth of a patient using the disclosed aligner and liquid utilizing the formation 
of pressure deformations in the aligner iiji the vicinity of contact points to urge the 
teeth in contact with the aligner away f*om the aligner (col. 1 , lines 6-9, 24-32, 
45-59; col. 1 , line 62- col. 2, line 12; col 3-col.4). n 

COMMENT: Once again, it is respectfully asserted that the Examiner 
mistakenly utilizes the one reference of liquid" discussed above in Kuo, where it 
is used in discussing the fabrication of the appliance, as having to do with the 
use of the appliance with the patient, whjch is clearly not the case. 

Kuo does not teach the steps of observing a liquid or gel situated between 
the teeth and the aligner in the manner contemplated in the present invention. 
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As discussed, Kuo does apparently does not rely upon a liquid or gel. to denote 
contact points, but rather utilizes "mechanical stress" associated with the 
appliance itself, to provide the indicia to the observer (via interference patterns). 

Also, the undersigned respectfully disagrees with the Examiner's 
representation that Kuo teaches the steps of forming "pressure deformations in 
the aligner in the vicinity of contact points to urge the teeth in contact with the 
aligner away from the aligner".. 

The present application teaches and claims (for example, in claim 6) the 
steps of: 

"e. determining areas in said aligner where said teeth contact 
said aligner by discerning visually discemable variations of said gel 
solution through said aligner, providing contact points; 

f. forming pressure deformations in said aligner in the vicinity of 
said contact points to urge that portion of said teeth contacting said 
aligner away from said aligner." 

In contrast, Kuo teaches the utilization of a: 

" series of removable elastic positioning appliances. Such 
appliances comprise a thin shell of elastic material that generally 
conforms to a patients teeth, but is slightly out of alignment with the 
initial or immediately prior tooth configuration. Placement of the 
elastic positioner over the teeth applies controlled forces in specific 
locations to gradually move the teeth into the new configuration. 
Repetition of this process with successive appliances comprising 
new configurations eventually move the teeth through a series of 
intermediate configurations or alignment patterns to a final designed 
configuration" (See col 1 , lines 24-29). 
(emphasis ours) 

Thus, the above system in Kuo utilizes a series of prefabricated 3 aligners 
(as disclosed in Kuo and patent 5,975,893 cited therein), each of which is used 

3 See Patent 5975893, Col 3, lines 46-60 (Said patent 5975897 is incorporated by 
reference by Kuo '864 (col 1, lines 35-38) as describing the appliances utilized therein). 
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in series to gradually adjust the patients teeth until reaching the desired 
position. 

As the above system relies upon a series of aligners, no one aligner \s 
utilized in the manner contemplated in the prese nt application, that is, in Kuo, 
there is no observation as set forth in step "e" above coupled with the formation 
of pressure deformation set forth in step T above. 

As indicated in Column 2, lines 31-42 of Kuo: 

"The present invention provides dental appliances, systems and 
methods which allow orthodontic practitioners to more easily 
monitor patient treatment progress. When using elastic 
repositioning appliances in orthodontic treatment, a patient may 
wear such an appliance until their teeth have repositioned to the / 
tooth configuration prescribed by the appliance. At that point, the 
patient should progress to the next appliance for repositioning to 
the next tooth configuration in the treatment plan. Indications that 
the appliance is no longer supplying significant repositioning 
forces may be beneficial in the determination of progressing the 
patient to the next appliance or next stage in treatment." 

Thus, system of Kuo is therefore to "allow orthodontic practitioners to 
easily monitor patient treatment progress", and to indicate when "the patient 
should progress to the next appliance" and not as a guide for manipulating an 
aligner (via pressure deformations) after observation. 



5) Examiner: "Kuo '864 discloses that the patient wear the aligner for a period 
of time, and that the previously disclosed steps are repeated until there is no 
longer a contact area observed visually through the aligner indicating the mis- 
alignment has been corrected (col. 1 , lines 29-35 and 45-59)." 

COMMENT: As discussed above, Kuo utilizes a series of prefabricated (see 
footnote 3) appliances worn in series to gradually move the teeth to the desired 
location. The visual indicia provided by Kuo, by observing mechanical stress in 
the appliance via photoelastic material associated with the appliance, is to 
determine when to progress to the next appliance. 

Thus, Kuo does not teach or contemplate the method of observation, 
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manipulation of the appliance, and method of correcting mis-alignment as 
taught in the claims of the present application. 

6) Examiner: "Kuo '864 discloses the method that shows the limitations as 
described above; however, Kuo '864 does not disclose a colored gel solution, 
determining the location of contact points by noting color variations, or allowing 
the teeth to displace the gel within the aligner." 

COMMENT: For reasons discussed above, Kuo does not disclose the methods 
of the present application as set forth by the Examiner in Section 8 of the Office 
Action, except that it is agreed that Kuo "does not disclose a colored gel 
solution, determining the location of contact points by noting color variations, or 
allowing the teeth to displace the gel within the aligner". 

On page 4, paragraph 2 of the present Office Action, the Examiner then 
asserts that, in Jankelson' 276 "teaches that the gel is allowed to displace 
within the denture and after removal, areas of undue pressure and premature 
contact are noted by color variations from the gel's displacement as a lighter 
color". 

However, this is clearly not the case. The only place color is mentioned 
in all of Jankelson '276 is column 3, lines 7-10, which notes that zinc oxide or a 
similar material is added to the composition to give it color. It is believed that 
the inventor was referring to zinc oxide powder, as zinc oxide is not believed to 
exist in a liquid form. In 1956 when the '276 patent issued, it is believed that 
the technology was incapable of providing a zinc oxide as a color agent in a 
light transmissive form. 4 Certainly such was not specified in Jankelson. 

Nowhere else is color mentioned in Jankelson, and certainly there is no 
indication whatsoever that "areas of undue pressure and premature contact are 
noted by color variations from the gel's displacement as a lighter color" as the 
Examiner specifically alleges. Further, no where is it mentioned in Jankelson 
that the formulation has light transmissive properties, as is specifically claimed 



4 For example, the Examiner may recall the zinc oxide based suntan lotions which were 
not transmissive at the time of the Jankelson patent. It is believed that only recently zinc oxide 
has been able to be ground into very tiny particles so as to provide a relatively transparent 
lotion. Without a fair degree of light transmissivity, it is believed that one would be unable to 
discern color variations based upon the formulations depth or displacement, as the Examiner 
alleges, as a thin coating of a light blocking composition would have the same color as a 
thicker coating. 

18 



PACE 18/23 • RCVDAT 5/29/2006 3:39:01 PM pastern Daylight Time] * SVR:USPTO-EFXRF-1/19 * DNIS:2738300 * CSID:98S8457090 * DURATION (mm-ss):08-24 



05/29/2086 13:35 9858457090 



JOSEPH T REGARD LTD 



PAGE 19/23 



in the present application. 

Jankelson specifies that the silicone compound forming the base of the 
formulation is translucent (Col 2, lines 60-65), thus any light passing 
therethrough would be diffused (per the definition of translucent), and 
accordingly the formulation of Jankelson could not be seen through with clarity 
even before the zinc oxide were added. In short, the formulation of Jankelson 
would not be suitable for use in the method of the present invention. 

There is no use of the term "lighter" in referencing color, and there is no 
discussion of noting contact by observing "color variations". Rather, Jankelson, 
in Column 4, lines 8-15, noted that "in areas of undue pressure, the emulsion 
coated paste will be displaced so that when the denture is removed, the areas 
of premature contact show through and the dentist may quickly and correctly 
determine the areas requiring alteration." 

Again, there is no indication whatsoever of the use of color variations in 
Jankelson to discern areas of contact; rather, Jankelson clearly utilizes the 
displacement of the paste from the area as indicative, which is observed after 
the denture is removed from the patient's mouth (see col 4, line 10). Where it is 
indicated that "areas of premature contact show through" Jankelson is 
indicating that the paste has been displaced by the contact, thus it is the 
displacement indicating the contact, not a color variation. 

For reasons clearly indicated above, neither Kuo or Jenkelson, 
individually or in combination, teach, suggest or otherwise contemplate the 
claimed invention of the present application, it is respectfully requested that the 
Examiner reconsider the cited Kuo and Jankelson prior art references in view 
same. 

Regarding claims 16-19, the Examiner has further cited Komatsou et al 
•236, in conjunction with Kuo and Jenkelson, in alleging said claims obvious 
under 1 03. 

Komatsu '239 teaches a pressure sensitive recording sheet for indicating 
occlusion pressure which is placed between the upper and lower teeth of a 
patient and bitten upon, so as to indicate the bite of the patient, a completely 
different apparatus, method and use than that contemplated in the present 
invention. 

The earlier argument distinguishing Jankelson from the present invention 

19 
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is attain reiterated; clearly there is no suggestion between the two cited patents 
of the present claims as amended. Reconsideration is therefore respectfully 
requested. 

Claims'! 6-1 9 have been amended to correct form errors as well as to 
teach method claims to more fully distinguish the claimed invention from the 
cited art. Claim 16-18 relates to a rupturable microsphere embodiment, while 
claim 19 relates to spheres which do not specifically rupture, but rather are 
displaced. The method steps set forth in these claims are not suggested, 
contemplated, or otherwise taught in the cited patents. 

Lastly, with regard to the Examiner's assertion of obviousness in light of 
Kuo, Jankelson, and Komatsu et al, in order for a claim to be obvious under the 
prior art under 103, there must have been some explicit or implicit suggestion or 
motivation in the prior art to combine, substitute or otherwise modify the prior 
art in a way to produce the claimed invention. 

As indicated in the MPEP, the "differences between the subject matter to 
be patented and the prior art" must be such as to render the "subject mater as a 
whole" obvious. It is clearly inappropriate to use hindsight guided by the 
applicants disclosure. 

Under Brown & Williamson Tobacco Coro v. Phillip Morris. Inc 229 F3d 
1120, 56 USPQ2d 1456 (fed Cir 2000), a showing of obviousness requires a 
motivation or suggestion to combine or modify prior art references, coupled with 
a reasonable expectatio n of success. 

The initial bunden is on the examiner to make a rebuttable prima facie 
case of obviousness based upon the prior art. In re Rinehart 531 F2d 1048, 189 
USPQ143 (CCPA1976). 

The applicant for a patent has no burden to show proof of non- 
obviousness until a prima facie case has been made by the examiner. 

Neither Kuo '864, nor Jankelson '276, nor Komatsu et al '239, alone or in 
combination teach, suggest, or otherwise contemplate the unique claimed 
features of the present invention, as discussed above, nor has there a showing 
of motivation or suggestion of combination of these references to teach the 
invention as claimed in the present application. 

Indeed, for reasons set forth above, Jankelson, Kuo, and Komatsu teach 

20 
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different patentable inventions which operate in a different fashion from that 
taught in the present invention, and have little in common with same. 

For these reasons, it is respectfully asserted that the claims are in 
condition for allowance, and applicant thereby respectfully requests same. 

If additional issues remain, and the Examiner is of the opinion that same 
could be resolved by telephone or examiner amendment, the undersigned 
respectfully requests same at (985) 845-0000. 

Respectfully submitted, 



Joseph TyRegard (PTO Reg 34, 907) 
Joseph T Regard, Ltd (APLC) 
Post Office Drawer 429 
Madisonville, LA 70447-0429 
Tel:(985) 845-0000 
Fax:(985) 845-7090 
Email: jregard@regard.net 
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